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DETAILED ACTION 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of recprd in the file. 

Claim Objections 

2. Claim 54 is objected to because of the following informalities: it appears that "in" in 
line 2 should be "is". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claims 31, 33, 34, 36, 41, 54-57, 59-63 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Schaede et al., US 6,502,508 B1 (hereafter Schaede). 

a. Regarding claim 31, Schaede teaches a printing unit of a rotary printing press 
comprising: a first cylinder (01, Fig. 1) having a first cylinder barrel with a first cylinder 
radius (r03, Fig. 1); a second cylinder (02, Fig. 1) having a second cylinder radius (r04, Fig. 
1 ) , said first cylinder and said second cylinder defining a nip point in a print-on position 
(cylinder 01 is a counter-pressure cylinder, and cylinder 02 is a transfer/blanket cylinder, 
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Figs. 1 , 3); first bearing rings (06, Fig. 1 ) assigned to said first cylinder and having a first 
bearing ring radius (r06, Fig. 1); and second bearing rings (07, Fig. 1) assigned to said 
second cylinder and having a second bearing ring radius (r07, Fig. 1), said first bearing 
ring radius being greater than said second bearing ring radius (r06=200.2 mm, r07 = 199.8. 
mm, col. 2, II. 24-27). 

b. Regarding claim 33, Schaede teaches the printing unit of claim 31 as discussed in 
the rejection of claim 31 above. Schaede also teaches wherein said first cylinder barrel 
radius (r03, Fig. 1) is greater than said second cylinder radius (r04, Fig. 1) in said print-on 
position (nominally, r03 is less than r04; however, during printing, when the second 
cylinder is pressed against the first, the diameter of the compressible second transfer 
cylinder 02 is less than the rigid counter-pressure cylinder 01). 

c. Regarding claim 34, Schaede teaches the printing unit of claim 31 as discussed in 
the rejection of claim 31 above. Schaede also teaches wherein said first cylinder is a 
counter-pressure cylinder ("counter-pressure cylinder 01 ," col. 2, II. 36-37). 

d. Regarding claim 36, Schaede teaches the printing unit of claim 31 as discussed in 
the rejection of claim 31 above. Schaede also teaches wherein said second cylinder is a 
transfer cylinder ("transfer cylinder 02," col. 2, I. 18). 

e. Regarding claim 41 , Schaede teaches the printing unit of claim 36 as discussed in 
the rejection of claim 36 above. Schaede also teaches a counter-pressure cylinder having 
counter-pressure cylinder bearing rings, said transfer cylinder cooperating with said 
counter-pressure cylinder in said print-on position and defining a printing location (col. 2, II. 
15-23). 
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f. Regarding claim 54, Schaede teaches the printing unit of claim 41 as discussed in 
the rejection of claim 41 above. Schaede also teaches wherein said transfer cylinder 
bearing ring radius (r07 = 199.8, col. 2, II. 26-27) is smaller than said counter-pressure 
bearing ring radius (r06 = 200.2 mm, col. 2, 1. 23). 

g. Regarding claim 55, Schaede teaches the printing unit of claim 41 as discussed in 
the rejection of claim 41 above. Schaede also teaches wherein said first cylinder radius 
(r03, Fig. 1) in an area of said first cylinder barrel is greater than said transfer cylinder 
radius (r04, Fig. 1) and said transfer cylinder radius is smaller than a radius of said 
counter-pressure cylinder (due to compression in the nip when printing, the blanket on the 
transfer cylinder compresses). 

h. Regarding claim 56, Schaede teaches the printing unit of claim 34 as discussed in 
the rejection of claim 34 above. Schaede also teaches wherein said counter-pressure 
cylinder is a satellite cylinder and is adapted to act with several second cylinders each 
having a compressible surface (Fig. 3). 

i. Regarding claim 57, Schaede teaches the printing unit of claim 31 as discussed in 
the rejection of claim 31 above. Schaede also teaches including a separate drive motor 
assigned to each said cylinder (19, Fig. 3). 

j. Regarding claim 59, Schaede teaches the printing unit of claim 34 as discussed in 
the rejection of claim 34 above. Schaede also teaches an independent drive motor 
assigned to said counter pressure cylinder (19, Fig. 3). 
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k. Regarding claim 60, Schaede teaches the printing unit of claim 56 as discussed in 
the rejection of claim 56 above. Schaede also teaches wherein said printing unit is a nine- 
cylinder printing unit (Fig. 3). 

I. Regarding claim 61 , Schaede teaches the printing unit of claim 56 as discussed in 
the rejection of claim 56 above. Schaede also teaches wherein said printing unit is a ten- 
cylinder printing unit (Fig. 4). 

m. Regarding claim 62, Schaede teaches the printing unit of claim 61 as discussed in 
the rejection of claim 61 above. Schaede also teaches first and second counter-pressure 
cylinders (two cylinders 01, Fig. 4) and a drive motor for said first and second counter- 
pressure cylinders (19, Fig. 4). 

n. Regarding claim 63, Schaede teaches the printing unit of claim 61 as discussed in 
the rejection of claim 61 above. Schaede also teaches including first and second counter- 
pressure cylinders and a separate drive motor for each of said first and second counter- 
pressure cylinders (19, Fig. 3). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 32, 43, 45, 47, 49, 51-53, and 58 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schaede. 
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a. Regarding claim 32: 

Schaede teaches the printing unit of claim 31 as discussed in the rejection of claim 
31 above. Schaede also teaches wherein said first cylinder (01 , Fig. 1 ) barrel radius (r03 = 
200.025 mm) is less than said first cylinder (06, Fig. 1) bearing ring radius (r06 = 
200.2mm). Schaede teaches that "it will be apparent to one of skill in the art that a number 
of changes... could be made without departing from the true spirit and scope of the present 
invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that compensation for 
effects based on temperature differences, favorable wear characteristics of bearing rings, 
and motors having power consumptions of approximately the same magnitude are all 
desirable design characteristics of a rotary printing press (col. 1, II. 49-56). 

Schaede does not teach wherein said first cylinder barrel radius is greater than said 
first cylinder bearing ring radius. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
• optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said first cylinder barrel radius is 
greater than said first cylinder bearing ring radius, because: this configuration could be 
easily arrived at from routine experimentation and/or simple rearrangement and re-sizing 
of components; Schaede teaches that one having ordinary skill in the art may make 
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changes to the rotary printing press; and one having ordinary skill in the art would be 
motivated to experiment and make changes to the rotary printing press with the goal of 
obtaining compensation for effects based on temperature differences, favorable wear 
characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press, 
b. Regarding claim 43: 

Schaede teaches the printing unit of claim 34 as discussed in the rejection of claim 
34 above. Schaede also teaches wherein said first cylinder (01, Fig. 1) barrel radius (r03 = 
200.025 mm) is less than said first cylinder (06, Fig. 1) bearing ring radius (r06 = 
200.2mm), resulting in a ratio of said counter-pressure cylinder radius to said first bearing 
rings radius is .999 to 1 . Schaede teaches that "it will be apparent to one of skill in the art 
that a number of changes... could be made without departing from the true spirit and scope 
of the present invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that 
compensation for effects based on temperature differences, favorable wear characteristics 
of bearing rings, and motors having power consumptions of approximately the same 
magnitude are all desirable design characteristics of a rotary printing press (col. 1 , II. 49- 
56). 

Schaede does not teach wherein a ratio of said counter-pressure cylinder radius to 
said first bearing rings radius is between 1.004 to 1 and 1.0012 to 1. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
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optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein a ratio of said counter-pressure 
cylinder radius to said first bearing rings radius is between 1.004 to 1 and 1.0012 to 1, 
because: this configuration could be easily arrived at from routine experimentation and/or 
simple rearrangement and re-sizing of components; Schaede teaches that one having 
ordinary skill in the art may make changes to the rotary printing press; and one having 
ordinary skill in the art would be motivated to experiment and make changes to the rotary 
printing press with the goal of obtaining compensation for effects based on temperature 
differences, favorable wear characteristics of bearing rings, and motors having power 
consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press, 
c. Regarding claim 45: 

Schaede teaches the printing unit of claim 43 as discussed in the rejection of claim 
43 above. Schaede also teaches wherein said first cylinder (01, Fig. 1) barrel radius (r03 = 
200.025 mm) is less than said first cylinder (06, Fig. 1) bearing ring radius (r06 = 
200.2mm), resulting in a ratio of said counter-pressure cylinder radius to said first bearing 
rings radius is .999 to 1 . Schaede teaches that "it will be apparent to one of skill in the art 
that a number of changes... could be made without departing from the true spirit and scope 
of the present invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that 
compensation for effects based on temperature differences, favorable wear characteristics 
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of bearing rings, and motors having power consumptions of approximately the same 
magnitude are all desirable design characteristics of a rotary printing press (col. 1 , II. 49- 
56). 

Schaede does not teach wherein a ratio of said counter-pressure cylinder radius to 
said first bearing rings radius is between 1 .006 to 1 and 1 .0009 to 1 . 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein a ratio of said counter-pressure 
cylinder radius to said first bearing rings radius is between 1.006 to 1 and 1.0009 to 1, 
because: this configuration could be easily arrived at from routine experimentation and/or 
simple rearrangement and re-sizing of components; Schaede teaches that one having 
ordinary skill in the art may make changes to the rotary printing press; and one having 
ordinary skill in the art would be motivated to experiment and make changes to the rotary 
printing press with the goal of obtaining compensation for effects based on temperature 
differences, favorable wear characteristics of bearing rings, and motors having power 
consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press, 
d. Regarding claim 47: 
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Schaede teaches the printing unit of claim 41 as discussed in the rejection of claim 
41 above. Schaede also teaches wherein a radius of said counter-pressure bearing rings 
(r06 = 200.2mm) is 0.4 mm greater than said transfer cylinder bearing rings radius (r07 = 
199.8). Schaede teaches that "it will be apparent to one of skill in the art that a number of 
changes... could be made without departing from the true spirit and scope of the present 
invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that compensation for 
effects based on temperature differences, favorable wear characteristics of bearing rings, 
and motors having power consumptions of approximately the same magnitude are all 
desirable design characteristics of a rotary printing press (col. 1, II. 49-56). 

Schaede does not teach wherein a radius of said counter-pressure bearing rings is 
between 0.01 mm and 0.03 mm greater than said transfer cylinder bearing rings radius. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein a radius of said counter-pressure 
bearing rings is between 0.01 mm and 0.03 mm greater than said transfer cylinder bearing 
rings radius, because: this configuration could be easily arrived at from routine 
experimentation and/or simple rearrangement and re-sizing of components; Schaede 
teaches that one having ordinary skill in the art may make changes to the rotary printing 
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press; and one having ordinary skill in the art would be motivated to experiment and make 
changes to the rotary printing press with the goal of obtaining compensation for effects 
based on temperature differences, favorable wear characteristics of bearing rings, and 
motors having power consumptions of approximately the same magnitude are all desirable 
design characteristics of a rotary printing press, 
e. Regarding claim 49: 

Schaede teaches the printing unit of claim 34 as discussed in the rejection of claim 
34 above. Schaede also teaches wherein said counter-pressure cylinder barrel radius (r03 
= 200.025 mm) is less than said first bearing ring radius (r06 = 200.2 mm). Schaede 
teaches that "it will be apparent to one of skill in the art that a number of changes... could 
be made without departing from the true spirit and scope of the present invention" (col. 4, 1. 
66 - col. 5, I. 5). Schaede further teaches that compensation for effects based on 
temperature differences, favorable wear characteristics of bearing rings, and motors 
having power consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press (col. 1 , II. 49-56). 

Schaede does not teach wherein said counter-pressure cylinder barrel radius is 
greater than said first bearing ring radius. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). . 
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It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said counter-pressure cylinder barrel 
radius is greater than said first bearing ring radius, because: this configuration could be 
easily arrived at from routine experimentation and/or simple rearrangement and re-sizing 
of components; Schaede teaches that one having ordinary skill in the art may make 
changes to the rotary printing press; and one having ordinary skill in the art would be 
motivated to experiment and make changes to the rotary printing press with the goal of 
obtaining compensation for effects based on temperature differences, favorable wear 
characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press, 
f. Regarding claim 51: 

Schaede teaches the printing unit of claim 34 as discussed in the rejection of claim 
34 above. Schaede also teaches wherein said counter-pressure cylinder barrel radius (r03 
= 200.025 mm) is less than said first bearing ring radius (r06 = 200.2 mm). Schaede 
teaches that "it will be apparent to one of skill in the art that a number of changes... could 
be made without departing from the true spirit and scope of the present invention" (col. 4, 1. 
66 - col. 5, I. 5). Schaede further teaches that compensation for effects based on 
temperature differences, favorable wear characteristics of bearing rings, and motors 
having power consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press (col. 1 , II. 49-56). 

Schaede does not teach wherein said counter-pressure cylinder radius is greater 
than said first bearing ring radius by from 0.06 mm to 0.18 mm. 
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It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said counter-pressure cylinder radius 
is greater than said first bearing ring radius by from 0.06 mm to 0.18 mm, because: this 
configuration could be easily arrived at from routine experimentation and/or simple 
rearrangement and re-sizing of components; Schaede teaches that one having ordinary 
skill in the art may make changes to the rotary printing press; and one having ordinary skill 
in the art would be motivated to experiment and make changes to the rotary printing press 
with the goal of obtaining compensation for effects based on temperature differences, 
favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press, 
g. Regarding claim 52: 

Schaede teaches the printing unit of claim 34 as discussed in the rejection of claim 
34 above. Schaede also teaches wherein said counter-pressure cylinder barrel radius (r03 
= 200.025 mm) is less than said first bearing ring radius (r06 = 200.2 mm). Schaede 
teaches that "it will be apparent to one of skill in the art that a number of changes... could 
be made without departing from the. true spirit and scope of the present invention" (col. 4, I. 
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66 - col. 5, I. 5). Schaede further teaches that compensation for effects based on 
temperature differences, favorable wear characteristics of bearing rings, and motors 
having power consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press (col. 1, II. 49-56). 

Schaede does not teach wherein said counter-pressure cylinder radius is greater 
than said first bearing ring radius by from 0.08 mm to 0.16 mm. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said counter-pressure cylinder radius 
is greater than said first bearing ring radius by from 0.08 mm to 0.16 mm, because: this 
configuration could be easily arrived at from routine experimentation and/or simple 
rearrangement and re-sizing of components; Schaede teaches that one having ordinary 
skill in the art may make changes to the rotary printing press; and one having ordinary skill 
in the art would be motivated to experiment and make changes to the rotary printing press 
with the goal of obtaining compensation for effects based on temperature differences, 
favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press. 
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h. Regarding claim 53: 

Schaede teaches the printing unit of claim 31 as discussed in the rejection of claim 
31 above. Schaede also teaches wherein said first bearing ring radius (r06 = 200.2 mm) is 
greater than said second bearing ring radius (r07 = 199.8 mm) by from 0.04 mm. Schaede 
teaches that "it will be apparent to one of skill in the art that a number of changes... could 
be made without departing from the true spirit and scope of the present invention" (col. 4, 1. 
66 - col. 5, I. 5). Schaede further teaches that compensation for effects based on 
temperature differences, favorable wear characteristics of bearing rings, and motors 
having power consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press (col. 1 , II. 49-56). 

Schaede does not teach wherein said first bearing ring radius is greater than said 
second bearing ring radius by from 0.015 mm to 0.25 mm. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said first bearing ring radius is greater 
than said second bearing ring radius by from 0.015 mm to 0.25 mm, because: this 
configuration could be easily arrived at from routine experimentation and/or simple 
rearrangement and re-sizing of components, Schaede teaches that one having ordinary 
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skill in the art may make changes to the rotary printing press; and one having ordinary skill 
in the art would be motivated to experiment and make changes to the rotary printing press 
with the goal of obtaining compensation for effects based on temperature differences, 
favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press, 
i. Regarding claim 58: 

Schaede teaches the printing unit of claim 31 as discussed in the rejection of claim 
31 above. Schaede also teaches one drive motor assigned to each of said first cylinder 
and said second cylinder. Schaede teaches that "it will be apparent to one of skill in the art 
that a number of changes... could be made without departing from the true spirit and scope 
of the present invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that 
compensation for effects based on temperature differences, favorable wear characteristics 
of bearing rings, and motors having power consumptions of approximately the same 
magnitude are all desirable design characteristics of a rotary printing press (col. 1 , II. 49- 
56). 

Schaede does not teach one drive motor assigned to said first cylinder and said 
second cylinder. 

It has been held that mere reduction and/or rearrangement of parts is not sufficient 
to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 (IV)(B) and 
2144.04(VI)(C). It has further been held that mere routine experimentation to optimize 
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values of ranges is not sufficient to patentably distinguish an invention over the prior art. 
See MPEP§2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said first bearing ring radius is greater 
than said second bearing ring radius by from 0.015 mm to 0.25 mm, because: this 
configuration could be easily arrived at from routine experimentation and/or simple 
rearrangement and reduction of components; Schaede teaches that one having ordinary 
skill in the art may make changes to the rotary printing press; and one having ordinary skill 
in the art would be motivated to experiment and make changes to the rotary printing press 
with the goal of obtaining compensation for effects based on temperature differences, 
favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press. 

7. Claims 35, 37-40, 42, 44, 46, 48, and 50 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schaede in view of Bolza-Schunemann, WO 00/54970 (hereafter 
Bolza-Schunemann; references are to US equivalent 6,782,816 B1). 
a. Regarding claim 35: 

Schaede teaches the printing unit of claim 31 as discussed in the rejection of claim 
31 above. Schaede teaches a forme cylinder (27, Fig. 2), but is silent as to whether it 
includes a bearer ring. Schaede also teaches that "it will be apparent to one of skill in the 
art that a number of changes... could be made without departing from the true spirit and 
scope of the present invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further' teaches that 
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compensation for effects based on temperature differences, favorable wear characteristics 
of bearing rings, and motors having power consumptions of approximately the same 
magnitude are all desirable design characteristics of a rotary printing press (col. 1 , II. 49- 
56). 

Schaede does not teach wherein said first cylinder is a forme cylinder. 

Bolza-Schunemann teaches a rotary printing press having (Figs. 2, 3) having a two 
transfer cylinders (37, Fig. 2, each acting as a counter-pressure cylinder for the other) and 
two forme cylinders (23, Fig. 2). Each of the transfer cylinders has bearer rings (54, 56, 
Fig. 2) as does each of the forme cylinders (52, 53). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein the forme cylinder includes a bearer 
ring as taught by Bolza-Schunemann, because one having ordinary skill in the art could 
easily substitute the known apparatus of Bolza-Schunemann to provide expected results 
such as compensation for effects based on temperature differences, favorable wear 
characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press, 
b. Regarding claim 37: 

Schaede teaches the printing unit of claim 31 as discussed in the rejection of claim 
31 above. Schaede teaches wherein the second cylinder is a transfer cylinder (02, Fig. 2), 
and a forme cylinder (27, Fig. 3), but is silent as to whether the forme cylinder includes a 
bearer ring. Schaede also teaches that "it will be apparent to one of skill in the art that a 
number of changes... could be made without departing from the true spirit and scope of the 
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present invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that compensation 
for effects based on temperature differences, favorable wear characteristics of bearing 
rings, and motors having power consumptions of approximately the same magnitude are 
all desirable design characteristics of a rotary printing press (col. 1 , II. 49-56). 

Schaede does not teach wherein said first cylinder is a forme cylinder. 

Bolza-Schunemann teaches a rotary printing press having (Figs. 2, 3) having a two 
transfer cylinders (37, Fig. 2, each acting as a counter-pressure cylinder for the other) and 
two forme cylinders (23, Fig. 2). Each of the transfer cylinders has bearer rings (54, 56, 
Fig. 2) as does each of the forme cylinders (52, 53). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein the forme cylinder includes a bearer 
ring as taught by Bolza-Schunemann, because one having ordinary skill in the art could 
easily substitute the known apparatus of Bolza-Schunemann to provide expected results 
such as compensation for effects based on temperature differences, favorable wear 
characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press, 
c. Regarding claim 38: 

Schaede teaches the printing unit of claim 31 as discussed in the rejection of claim 
31 above. Schaede teaches a forme cylinder (27, Fig. 2), but is silent as to whether it 
includes a bearer ring; and further including a compressible printing forme on said forme 
cylinder ("forme" cylinder implies presence of a compressible printing forme). Schaede 
also teaches that "it will be apparent to one of skill in the art that a number of 
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changes... could be made without departing from the true spirit and scope of the present 
invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that compensation for 
effects based on temperature differences, favorable wear characteristics of bearing rings, 
and motors having power consumptions of approximately the same magnitude are all 
desirable design characteristics of a rotary printing press (col. 1 , II. 49-56). 

Schaede does not teach wherein said second cylinder is a forme cylinder. 

Bolza-Schunemann teaches a rotary printing press having (Figs. 2, 3) having a two 
transfer cylinders (37, Fig. 2, each acting as a counter-pressure cylinder for the other) and 
two forme cylinders (23, Fig. 2). Each of the transfer cylinders has bearer rings (54, 56, 
Fig. 2) as does each of the forme cylinders (52, 53). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein the forme cylinder includes a bearer 
ring as taught by Bolza-Schunemann, because one having ordinary skill in the art could 
easily substitute the known apparatus of Bolza-Schunemann to provide expected results 
such as compensation for effects based on temperature differences, favorable wear 
characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press, 
d. Regarding claim 39: 

The combination of Schaede and Bolza-Schunemann teaches the printing unit of 
claim 35 as discussed in the rejection of claim 35 above. Schaede also teaches wherein a 
ratio of said first cylinder radius (r03 = 200.25 mm) to said second cylinder radius (r04 = 
200.1 1 5 mm) is 1 .0006 to 1 . Schaede teaches that "it will be apparent to one of skill in the 
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art that a number of changes... could be made without departing from the true spirit and 
scope of the present invention" (col. 4, I. 66 - col. 5, I. 5). Schaede further teaches that 
compensation for effects based on temperature differences, favorable wear characteristics 
of bearing rings, and motors having power consumptions of approximately the same 
magnitude are all desirable design characteristics of a rotary printing press (col. 1 , II. 49- 
56). 

The combination of Schaede and Bolza-Schunemann does not teach wherein a 
ratio of said first cylinder radius to said second cylinder radius at said nip point is between 
1.0015 to 1 and 1.0030 to 1. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to further modify Schaede wherein a ratio of said first cylinder 
radius to said second cylinder radius at said nip point is between 1 .0015 to 1 and 1 .0030 to 
1 : this configuration could be easily arrived at from routine experimentation and/or simple 
rearrangement and re-sizing of components; Schaede teaches that one having ordinary 
skill in the art may make changes to the rotary printing press; and one having ordinary skill 
in the art would be motivated to experiment and make changes to the rotary printing press 
with the goal of obtaining compensation for effects based on temperature differences, 
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favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press. 

e. Regarding claim 40, the combination of Schaede and Bolza-Schunemann teaches 
the printing unit of claim 39 as discussed in the rejection of claim 39 above. The 
combination of Schaede and Bolza-Schunemann also teaches wherein said second 
cylinder is a transfer cylinder and further including a compressible layer on said transfer 
cylinder (Schaede: 02, Fig. 3-27 and 01 have rigid surfaces, and 02 traditionally has 
compressible surface to provide good transfer of ink between rollers and onto substrate). 

f. Regarding claim 42, the combination of Schaede and Bolza-Schunemann teaches 
the printing unit of claim 40 as discussed in the rejection of claim 40 above. The 
combination of Schaede and Bolza-Schunemann also teaches a counter-pressure cylinder 
(Schaede: 01 , Fig. 3) having counter-pressure cylinder bearing rings (Schaede: 06, Fig. 2), 
said transfer cylinder (Schaede: 02, Fig. 3) cooperating with said counter-pressure cylinder 
in said print-on position and defining a printing location (Schaede: Fig. 3). 

g. Regarding claim 44: 

The combination of Schaede and Bolza-Schunemann teaches the printing unit of 
claim 42 as discussed in the rejection of claim 42 above. The combination of Schaede and 
Bolza-Schunemann also teaches wherein said first cylinder (Schaede: 01, Fig. 1) barrel 
radius (Schaede: r03 = 200.025 mm) is less than said first cylinder (Schaede: 06, Fig. 1) 
bearing ring radius (Schaede: r06 = 200.2mm), resulting in a ratio of said counter-pressure 
cylinder radius to said first bearing rings radius is .999 to 1. Schaede teaches that "it will 
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be apparent to one of skill in the art that a number of changes... could be made without 
departing from the true spirit and scope of the present invention" (col. 4, 1. 66 - col. 5, 1. 5). 
Schaede further teaches that compensation for effects based on temperature differences, 
favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press (col. 1 , II. 49-56). 

The combination of Schaede and Bolza-Schunemann does not teach wherein a 
ratio of said counter-pressure cylinder radius to said first bearing rings radius is between 
1.004 to 1 and 1.0012 to 1. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to further modify Schaede wherein a ratio of said counter-pressure 
cylinder radius to said first bearing rings radius is between 1.004 to 1 and 1.0012 to 1, 
because: this configuration could be easily arrived at from routine experimentation and/or 
simple rearrangement and re-sizing of components; Schaede teaches that one having 
ordinary skill in the art may make changes to the rotary printing press; and one having 
ordinary skill in the art would be motivated to experiment and make changes to the rotary 
printing press with the goal of obtaining compensation for effects based on temperature 
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differences, favorable wear characteristics of bearing rings, and motors having power 
consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press, 
h. Regarding claim 46: 

The combination of Schaede and Bolza-Schunemann teaches the printing unit of 
claim 44 as discussed in the rejection of claim 44 above. The combination of Schaede and 
Bolza-Schunemann also teaches wherein said first cylinder (Schaede: 01 , Fig. 1 ) barrel 
radius (Schaede: r03 = 200.025 mm) is less than said first cylinder (Schaede: 06, Fig. 1) 
bearing ring radius (Schaede: r06 = 200.2mm), resulting in a ratio of said counter-pressure 
cylinder radius to said first bearing rings radius is .999 to 1 . Schaede teaches that "it will 
be apparent to one of skill in the art that a number of changes... could be made without 
departing from the true spirit and scope of the present invention" (col. 4, 1. 66 - col. 5, 1. 5). 
Schaede further teaches that compensation for effects based on temperature differences, 
favorable wear characteristics of bearing rings, and motors having power consumptions of 
approximately the same magnitude are all desirable design characteristics of a rotary 
printing press (col. 1 , II. 49-56). 

The combination of Schaede and Bolza-Schunemann does not teach wherein a 
ratio of said counter-pressure cylinder radius to said first bearing rings radius is between 
1.006 to 1 and 1.0009 to 1. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
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optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144. 05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to further modify Schaede wherein a ratio of said counter-pressure 
cylinder radius to said first bearing rings radius is between 1.006 to 1 and 1.0009 to 1, 
because: this configuration could be easily arrived at from routine experimentation and/or 
simple rearrangement and re-sizing of components; Schaede teaches that one having 
ordinary skill in the art may make changes to the rotary printing press; and one having 
ordinary skill in the art would be motivated to experiment and make changes to the rotary 
printing press with the goal of obtaining compensation for effects based on temperature 
differences, favorable wear characteristics of bearing rings, and motors having power 
consumptions of approximately the same magnitude are all desirable design 
characteristics of a rotary printing press, 
i. Regarding claim 48: 

The combination of Schaede and Bolza-Schunemann teaches the printing unit of 
claim 42 as discussed in the rejection of claim 42 above. The combination of Schaede and 
Bolza-Schunemann also teaches wherein a radius of said counter-pressure bearing rings 
(Schaede: r06 = 200.2mm) is 0.4 mm greater than said transfer cylinder bearing rings 
radius (Schaede: r07 = 199.8). Schaede teaches that "it will be apparent to one of skill in 
the art that a number of changes... could be made without departing from the true spirit and 
scope of the present invention" (Schaede: col. 4, I. 66 - col. 5, I. 5). Schaede further 
teaches that compensation for effects based on temperature differences, favorable wear 
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characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press 
(Schaede: col. 1, II. 49-56). 

The combination of Schaede and Bolza-Schunemann does not teach wherein a 
radius of said counter-pressure bearing rings is between 0.01 mm and 0.03 mm greater 
than said transfer cylinder bearing rings radius. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 2144.05(II)(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein a radius of said counter-pressure 
bearing rings is between 0.01 mm and 0.03 mm greater than said transfer cylinder bearing 
rings radius, because: this configuration could be easily arrived at from routine 
experimentation and/or simple rearrangement and re-sizing of components; Schaede 
teaches that one having ordinary skill in the art may make changes to the rotary printing 
press; and one having ordinary skill in the art would be motivated to experiment and make 
changes to the rotary printing press with the goal of obtaining compensation for effects 
based on temperature differences, favorable wear characteristics of bearing rings, and 
motors having power consumptions of approximately the same magnitude are all desirable 
design characteristics of a rotary printing press. 
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j. Regarding claim 50: 

The combination of Schaede and Bolza-Schunemann teaches the printing unit of 
claim 35 as discussed in the rejection of claim 35 above. The combination of Schaede and 
Bolza-Schunemann also teaches wherein said forme cylinder barrel radius (Schaede: r03 
= 200.025 mm) is less than said first bearing ring radius (Schaede: r06 = 200.2 mm). 
Schaede teaches that "it will be apparent to one of skill in the art that a number of 
changes... could be made without departing from the true spirit and scope of the present 
invention" (Schaede: col. 4, 1. 66 - col. 5, 1. 5). Schaede further teaches that compensation 
for effects based on temperature differences, favorable wear characteristics of bearing 
rings, and motors having power consumptions of approximately the same magnitude are 
all desirable design characteristics of a rotary printing press (Schaede: col. 1 , II. 49-56). 

The combination of Schaede and Bolza-Schunemann does not teach wherein said 
forme cylinder barrel radius is greater than said first bearing ring radius. 

It has been held that mere changes in size and/or rearrangement of parts is not 
sufficient to patentably distinguish an invention over the prior art. See MPEP §§ 2144.04 
(IV)(A) and 2144.04(VI)(C). It has further been held that mere routine experimentation to 
optimize values of ranges is not sufficient to patentably distinguish an invention over the 
prior art. See MPEP § 21 44. 05(1 1 )(A). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Schaede wherein said counter-pressure cylinder barrel 
radius is greater than said first bearing ring radius, because: this configuration could be 
easily arrived at from routine experimentation and/or simple rearrangement and re-sizing 
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of components; Schaede teaches that one having ordinary skill in the art may make 
changes to the rotary printing press; and one having ordinary skill in the art would be 
motivated to experiment and make changes to the rotary printing press with the goal of 
obtaining compensation for effects based on temperature differences, favorable wear 
characteristics of bearing rings, and motors having power consumptions of approximately 
the same magnitude are all desirable design characteristics of a rotary printing press. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leo T. Hinze whose telephone number is 571.272.2864. 
The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571 .272.2258. The fax phone number for the 
organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
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Representative or access to the automated information system, call 800-786-9199 (IN 
USA OR CANADA) or 571 -272-1 000. 



Leo T. Hinze 
Patent Examiner 
AU 2854 
03 January 2007 
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